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REMARKS 

Claim Rejections 

5 

Claims 1, 3, 8-10, 12-15, and 21 are rejected under 35 USC 1 03(a) as being unpatentable 
under Montalcini (US 6»S65,718) in view of Lo (US 5,699,083). 

Response: 

10 

The applicant has identified difiFerences between independent claim 1 of the instant 
application and the Montalcini patent and the Lo patent. 

Regarding claim 1 , the examiner states on page 2 of the OflBce action of May 1 8, 2005 that 
1 5 Montalcini discloses a pointing unit installed inside the housing. However, Montalcini does 
not disclose a pointing unit but rather a computer 1 09 having memory 114 and processor 1 1 5 
as shown in Fig. lAand described in column 1, lines 29-31: "...computer 109 having 
memory 1 14 and processor 1 1 5." Nevertheless, Montalcini teaches a memory and processor 
that are clearly not disposed within the housing of a pointing device (mouse or otherwise). 

20 

Additionally, regarding claim 1, the examiner states on page 2 of the Office action of May 18, 
2005 that Montalcini discloses a pointing device comprising a control tmit However, the 
control unit 1 00 disclosed by Montalcini shown in Fig. 1 A comprises the computer 109, 
memory 1 14, and processor 115. Montalcini cleariy teaches a control unit 100 that is not 
25 disposed within the housing of a pointing device. 

Further, regarding claim 1, Lo does teach a light source disposed on a single side of a 
wheel. In particular, Lo Sf^ifically teaches that the light source functions in conjunction 
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with a sensor, as described in column 3, lines 3-7; "The light source 29 is disposed such 
that the light emitted thereby. . .and the sensor 30 is located near the periphery of the 
wheel 1 7 so as to receive the light passing via the periphery of the wheel 1 7.*' However, 
neither the Lo nor the Montaicini patents teach a pointing device wherein "the computer 
5 transmits a state signal to the pointing device,'* as recited in claim 1. 

The examiner states on page 4 of the Office action of May 18, 2005 that Montaicini 
discloses a state signal being transmitted to the pointing device. However, Montaicini does 
not leach a pointing device wherein 'the computer transmits a state signal to the pointing 
10 device," as recited in claim 1. Specifically, Lo does not teach any transmission, and 
Montaicini teaches only one-way communication by electrical transmission from the 
pointing device to the computer. Figs. 1 and 3 of the Montaicini patent fail to teach or 
suggest the transmission of a state signal from a computer to a pointing device. 

1 5 Applicant believes that the present invention *s illumination mode according to a state 
signal would not have been obvious to one of ordinary skill in the art at the time the 
invention was made given the teachings of Montaicini and Lo. 

Claims 2-22 are dependent on claim 1, and should be allowed if claim 1 is allowed. 
20 Reconsideration of claims 1-22 is respectfully requested. 
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Respectfully submitted, 



/V^/.^^-^-/ July 19. 2005 



Winston Hsu, Patent Agent No. 41,526 

P.O. BOX 506, Merrifield, VA 22116, U.S.A. 

Voice Mail: 302-729-1562 

Facsimile: 806-498-6673 

e-raaii ; winstonhsu@naipo.com 



10 Note: Please leave a message in my voice mail if you need to talk to me. The time in D.C. 
is 12 hours behind the Taiwan time, i.e. 9 AM in D.C, = 9 PM in Taiwan. 
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